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1. The examiner acknowledges the amendments to claims 1, 9, 
and 26 filed on Sep. 4, 2007. Claims 1-16 and 26-30 are 
pending. 

2. The objection to the abstract set forth in the office 
action mailed on May 24, 2007, paragraph 3, has been withdrawn 
in response to the amended abstract filed on Sep. 4, 2007. 

The objections to the specification set forth in the office 
action mailed on May 24, 2007, paragraph 4, items (2) to (5), 
have been withdrawn in response to the amended paragraphs 
beginning at page 3, line 19, page 4, line 28, page 23, line 20, 
page 13, line 13, page 15, line 15, page 15, line 4, page 19, 
line 29, and page 22, line 11, of the specification, filed on 
Sep. 4, 2007; and in response to applicants' comments in the 
remarks filed on Sep. 4, 2007, page 21, first full paragraph. 

The objections to the specification under 37 CFR 1.75(d) (1) 
set forth in the office action mailed on May 24, 2007, 
paragraph 5, have been withdrawn in response to the amended 
paragraphs beginning at page 10, line 6, and page 23, line 20, 
of the specification, filed on Sep. 4, 2007, and the inserted 
paragraphs at pages 5 and 24 of the specification, filed on 
Sep. 4, 2007. 
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The rejection of claims 26-30 under 35 U.S.C. 102(b) over 
Bouguettaya, et al . , Journal of Applied Polymer Science , Vol. 73 
(1999), pp. 1483-1492 (Bouguettaya), as evidenced by applicants' 
admission I, set forth in the office action mailed on May 24, 
2007, paragraph 11, has been withdrawn in response to the 
amendment to claim 2 6 filed on Sep. 4, 2007. That amendment to 
claim 1 added the limitation that "the substituents on the 
carbazolyl group do not include heterocyclic groups.'' As 
discussed in the rejection in the office action mailed on 
May 24, 2007, paragraph 11, Bouguettaya discloses the compound 
poly (N-glycidyl carbazole) 




where n is an integer of more than one. The Bouguettaya 
compound is outside the scope of the formula recited in instant 
claim 26. 

3. The disclosure is objected to because of the following 
informalities: 



Application/Control Page 4 

Number: 10/758, 869 
Art Unit: 1795 

The specification discloses that one or more of the 
methylene groups in the -(CH 2 ) m - group can be replaced by' a 
"CR 4 ." See the specification, page 3, lines 26-29, page 5, 
lines 7-10, page 10, lines 11-14, and page 23, lines 25-28. 
However, it is not clear how one methylene group, which is 
divalent, can be replaced with a group that is not divalent. 

Appropriate correction is required. 

Applicants' arguments filed on Sep. 4, 2007, have been 
fully considered but they are not persuasive. 

- Applicants assert that "one of ordinary skill in the art 
. . . would understand that if the open position was to be 
filled with a substituent such as an H atom, then the CR 5 CR 6 
substitution would be used for the methylene group. Hence, 
something is different. Instead, the. available bonding position 
[in the group NN CR 4 " ] is used to form a double bond since a 
chemical substituent is not intended for the open position. " 

Applicants' assertions are not persuasive. Applicants 1 
assertions are mere attorney argument that is not supported by 
any objective evidence on the present record. (Contrary to 
applicants, no exhibits were attached to the remarks section 
filed on Sep. 4, 2007.) A person having ordinary skill in the 
chemical arts would not have known that applicants intended the 
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group "CR 4 " to form a double bond. The instant specification 
provides no guidance to a person having ordinary skill in the 
art that "CIV' forms a double bond to render it divalent. The 
instant specification merely discloses that one or more of the 
methylene groups in the group -.(CH 2 ) m - can be replaced by a "CR 4 
group." Given the plain language of the objected disclosure in 
the instant specification, a person having ordinary skill in the 
art would conclude that the disclosure of the replacement of the 
divalent methylene group with a "CR 4 " was in error. A person 
having ordinary skill in the art would not have known what is 
meant by the disclosure of replacing a -CH 2 - with the 
non-divalent group "CR 4 ". The meaning of every term used in a 
claim should be apparent from the prior art or from the 
specification and drawings at the time the application is filed. 
Applicants are "required to make clear and precise the terms 
that are used to define the invention whereby the metes and 
bounds of the claimed invention can be ascertained." MPEP 
2173.05(a)I (8 th edition, Rev. 5, Aug. 2006). 

Accordingly, for the- reasons discussed above, the objection 
stands. 
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4. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

5. Claims 1-16 and 26-30 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Instant claims 1, 9, and 26 are further indefinite in the 
phrase xx one or more of the methylene groups [in the formula 
-(CH 2 ) m - group] is optionally replaced by a . . .a CR 4 . . ." 
because it is not clear how one methylene group, which is 
divalent, can be replaced with a group that is not divalent. 

Instant , claim 26 is further indefinite in the phrase VN Z is 
a linking group comprising a bond, a -(CR5=CR6) n ~ group, a -CR7=N- 
group." The phrase is missing the conjunction "and" or "or." 
It is not clear whether Z is required to comprise all three of 
the recited elements or just one. 

Applicants' arguments filed on Sep. 4, 2007, as applicable 
to the rejection of claims 1, 9, and 26 above have been fully 
considered but they are not persuasive. 
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Applicants' arguments regarding the group "CR4" has been 
addressed in paragraph 3 above. Accordingly, the rejection of 
claims 1-16 and 26-30 stands. 

6. In the interest of compact prosecution, the examiner has 
interpreted the claim language in claim 26 as requiring the 
linking group Z to comprise a bond, a -(CR5=CR 6 )n- group, or a 
-CR7=N- group. In other words, claim 26 only requires Z to 
comprise one of the three elements. Support for the examiner's 
interpretation is found in originally filed claim 26 and in the 
originally filed specification at page 24, lines 2-4, and 
compounds of formulas (1) and (2) at page 24. 

7. The text of those sections -of Title 35, U.S.. Code not 
included in this action can be found in a prior Office action. 

8. Claims 26-30 are rejected under 35 U.S.C. 102(e) as being 

anticipated by US 7,014,968 B2 (Tokarski) 

The applied reference has a common inventor with the 
instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the 
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invention "by another, " or by an appropriate showing under 37 
CFR 1.131. 

Tokarski discloses making charge transport material 
represented by compound 9 of the formula 



See col. 18, compound 9, and col. 24, line 35, to col. 25, 
line 47. According to Tokarski, compound 9 is formed by 
reacting the epoxy analog of compound 9 with ammonium 
thiocyanate. Col. 19, lines 36-37 and 43-47/ and col. 25, 
lines 41-46. In other words, compound 9 is formed by replacing 
the oxygen atoms in its epoxy analog with sulfur atoms. The 
epoxy analog of compound 9 meets the compositional limitations 
of the formulas recited in instant claims 26-30. 

Tokarski does not identify the epoxy analog of compound 9 
as a charge transport material as recited in the instant claims. 
However, as discussed above, the epoxy analog compound meets the 
compositional limitations recited in the instant claims. Thus, 
it is reasonable to presume that the epoxy analog compound has 
charge transporting properties. The burden is on applicants to 
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prove otherwise. In re Fitzgerald , 205 USPQ 594 (CCPA 1980) . 

Applicants' arguments filed on Sep. 4, 2007, have been 
fully considered but they are not persuasive. 

Applicants assert that Tokarski does not teach the compound 
recited in the instant claims. Applicants assert that Tokarski 
"does not disclose an epoxy or oxiranyl group, except as a 
precursor to the organophotoreceptor containing the thiiranyl 
group. Nowhere in the ! 968 patent [Tokarski] is it indicated 
that the epoxy-containing precursor could operate as an 
organophotoreceptor." Applicants further assert that the notion 
that the precursor could operate as an organophotoreceptor is 
based upon the instant application and claims, and the use' of 
impermissible hindsight. 

Applicants' assertions are not persuasive for the following 
reasons: 

First, instant claims 26-30 are drawn to a charge transport 
compound, not to an organophotoreceptor as recited in instant 
claim 1 . 

Second, the precursor epoxy analog of compound 9 in 
Tokarski meets all the compositional limitations of the formulas 
recited in instant claims 26-30. A chemical composition and its 
properties are inseparable. They are one and the same thing. 
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"Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are 
necessarily present./' In re Spada , 15 USPQ2d 1655, 1658 (Fed. 
Cir. 1990). Thus, the prior art is reasonably presumed to have 
the charge transport property of the claimed subject matter. 
Applicants have not met their burden to show otherwise. 
Discovering and reciting a new property of an old composition 
does not make the old composition patentable. 

Accordingly, the rejection of claims 26-30 stand. 

9. Claims 26, 28, and 29 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over US 6,416,915 Bl (Kikuchi). 

Kikuchi discloses the compounds 31 and 32 at cols. 19-22. 
The compounds 31 and 32 comprise two chain-polymerization groups 
-CH 2 0-C (0) -CH=CH 2 . Kikuchi teaches that the chain-polymerization 
functional groups can equally be the .chain-polymerization 
functional group 

— CH- 2 0 CH 2 — CH CH 2 



Col. 6, line 16, and compound 29 at cols. 19-20. Kikuchi 
teaches that the chain-polymerization functional group can also 
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equally be the chain-polymerization group 




Col. 6, line 30, and compound 23 at cols. 17-18. Kikuchi 
discloses that said hole v transporting compound comprising at 
least two chain polymerization functional groups, i.e., 
compounds 23, 29, 31, or 32, forms a polymerizate . According to 
Kikuchi, when a surface layer in an electrophotographic 
photoreceptor comprises said polymerizate, the photoreceptor has 
high film strength leading to improved anti-abrasion and anti- 
scar characteristics. Col. 2, lines 52-56, and col. 3, 
lines 5-23, 

The resulting hole transporting compounds comprising at 
least two chain polymerization function groups that are rendered 
obvious over the teachings of Kikuchi meet the compositional 
limitations of the formula recited in instant claims 26, 28, 
and 29. The resulting compounds comprising the oxiranyl groups 
are represented by the formula recited in instant claims 26 
and 29, when Z comprises "a bond", Ei and E 2 are oxiranyl, and Xi 
and X 2 are -CH 2 OCH 2 - . The resulting compounds comprising the 
epoxy groups are represented by the formula recited in instant 
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claims 26 and 28, when Z comprises "a bond" and X x and X 2 
are -CH 2 - . 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Kikuchi, to 
substitute the two chain polymerization functional groups 
-CH 2 0-C (0) -CH=CH 2 in the Kikuchi compounds 31 or 32 with the 
equivalent chain polymerization functional groups 



ch 2 



-OHap — CH 2 — CH — CH 2 

or . That person would 



have had a reasonable expectation of successfully obtaining a 

hole transporting compound comprising at least two chain 

polymerization function groups that is capable of forming a 

polymerizate which when used in the surface of an 

electrophotographic photoreceptor improves the anti-abrasion and 

anti-scar characteristics of the photoreceptor. 

Applicants' arguments filed on Sep. 4, 2007, have been 

fully considered but they are not persuasive. 

Applicants assert that claim 26 has been amended such that 

♦ 

Kikuchi does not teach all of the claim limitations. Applicants 
further assert there is no showing of a suggestion or motivation 
to modify the teachings of Kikuchi. Applicants assert that 



Application/Control ■ Page 13 

Number: 10/758, 869 
Art Unit: 1795 

11 [w] ith the rather long list of examples of hole-transporting 
compounds having at least two chain-polymerization function 
groups, the compounds suggested by the Examiner as obvious could 
not have been provided, but were not." 

Applicants' assertions are not persuasive for the following 
reasons: 

First, instant claim 26 recites that "Z is a linking group 
comprising a bond , a -(CRs=CR6)n- group, [sic: or] a -CR 7 =N- 
group" (emphasis added) . The transitional language '"comprising" 
is open. As a result, instant claim 26 does not exclude the 
presence of other groups. In other words, any linking group 
meets the Z limitation recited -in instant claim 26 so long as it 
comprises at least a bond. Z therefore includes aromatic 
groups. In fact, instant claim 26 recites that R 5/ R 6/ and R7 
can be an aromatic group. Thus, for the reasons discussed in 
the rejection above, the hole transporting compounds rendered 
obvious over the teachings of Kikuchi meet all the compositional 
limitations of the formula recited in instant claims 26, 28, 
and 29. 

Second, as discussed in the above rejection, Kikuchi 
clearly teaches that the chain-polymerization functional group 
can equally be the epoxy groups taught by Kikuchi. Thus, 
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Kikuchi provides a reason, suggestion, and motivation to 
substitute the chain polymerization functional groups in Kikuchi 
compounds 31 and 32 with the Kikuchi epoxy groups. 
Furthermore, the disclosure of a reference is not limited to its 
examples, or to its preferred embodiments. Rather, the 
reference is relevant for all that it teaches. See In re Heck , 
216 USPQ 1038, 1040 (Fed. Cir. 1983). "In a section 103 
inquiry, 1 the fact that a specific [embodiment] is taught to be 
preferred is not controlling, since all disclosures of the prior 
art, including unpreferred embodiments, must be considered. 1 " 
Merck & Co. Inc. v. Biocraft Laboratories Inc ., 10 USPQ2d 1843, 
1846 (Fed. Cir. 1989) (quoting In re Lamberti , 192 USPQ 278, 280 
(CCPA 1976) ) . 

Accordingly, the teachings in Kikuchi render prima facie 
obvious the compounds recited in the instant claims. The 
rejection of claims 26, 28, and 29 stands. 

10. Claims 1-16 would be allowable if rewritten or amended to 
overcome the rejection (s) under 35 U.S.C. 112, 2nd paragraph, 
set forth in this Office action. 

The claims are allowable over the prior art of record for 
the reasons discussed in the office action mailed on May 24, 
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2007/ paragraph 14, which are incorporated herein by reference. 



11. Applicants' amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicants are 
reminded of the extension of time policy as set forth in 37 
CFR 1.136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final • action . 



12. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff, can be 
reached on (571) 272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 



JLD 

Nov. 4, 



2007 




